
United States R\tent and Trademark Office 



UNITED STATES DEPARTRIENT OF COMMERCE 
Unitf^l States Patent and Trademark Office 
Addren: COMMISSIONER OF PATENTS AND TRADEMARKS 
P.O. Boa M50 

Alexasdiu, Vi^gmia 2231>MS0 
www,iupu>.gov 



7 



J 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONHRMATIONNO. 



09/539,412 



03/30/2000 



7590 



05/30/2003 

Darryl Mexic 

Sughrue Mien Zinn MacPeak & Seas 
2 100 Pennsylvania Avenue NW 
Washington, DC 20037-3202 



Masaham Ogawa 



Q56557 



8161 



EXAMINER 



LEE, SHUN K 



ART UNIT 



PAPER NUMBER 



2878 

DATE MAILED: 05/30/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/539,412 



Examiner 

Shun Lee 



Applicant(s) 

OGAWAET AL 



Art Unit 
2878 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be Umely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered Umely 

- If NO penod for reply is specified above, the maximum statutory period will apply and wilt expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 1 33) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed may reduce anv 
earned patent temn adjustment. See 37 CFR 1.704(b). / ► / j 

Status 

1 )S Responsive to comnnunication(s) filed on 11 March 2003 . 
2aM This action is FINAL, 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) 1-4 and 6-18 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 Claim{s) 15-18 is/are allowed. 

6) 13 Claim(s) 1-4 and 6-14 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restnction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1 M The proposed drawing correction filed on 11 March 2003 is: a)l3 approved b)^ disapproved by the Examiner. 
If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) KI Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19{a)-(d) or (f). 

a)IElAII b)n Some*c)n None of: 

1.3 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attach ment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) □ Infomiation Disclosure Statement{s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 



Drawings 



1 . The proposed drawing con-ection and/or the proposed substitute sheets of drawings, 
filed on 1 1 1VIarch 2003 have been approved. A proper drawing correction or con-ected 
drawings are required in reply to the Office action to avoid abandonment of the application. 
The con-ection to the drawings will not be held in abeyance. 



2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it in such full, clear, concise, and exact terms as to enable any person skilled in the art to 
which It pertains, or with which it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of cariying out his invention. 

3. Claims 1-4 and 6-14 are rejected under 35 U.S.C. 1 12. first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. 

Applicant has amended independent claim 1 to include the limitation of a second 
electrode layer having an electrode which generates pairs of charges for taking out a signal 
in response to the in-adiation of the electromagnetic wave for reading and a first conductive 
member, provided in the second electrode layer, being an electrode which causes no 
generation of pairs of charges for taking out a signal when the electromagnetic wave for 
reading is in-adiated. The specification (pg. 35. second paragraph) discloses pairs of 
charges (+ and -) generated in a photoconductive layer for reading by an electromagnetic 
wave for reading {i.e., reading light L2). However, there Is no disclosure of an electrode 
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which generates pairs of charges in response to the Irradiation of the electromagnetic wave 
for reading. 

As noted above. Applicant has amended independent claim 1 to include the 
limitation of a first conductive member provided in the second electrode layer. Applicant 
has also added dependent claim 14 which includes the limitation of the first conductive 
member disposed proximate to a charge transport layer. Proximate is defined (see for 
example Memam Webster's Collegiate Dictionary, 10*'' Edition) as very near or immediately 
proceeding or following. The specification discloses (Fig. 17A-C) a charge transport layer 
(23) disposed proximate to a photoconductive layer for reading (24) and a first conductive 
member (27) provided in a second electrode layer (25) and disposed proximate to the 
photoconductive layer for reading (24). However, there is no disclosure in the specification 
of a first conductive member provided in a second electrode layer and disposed proximate 
to a charge transport layer. 

4. Claims 1-4 and 6-14 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which was 
not described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
Applicant has amended independent claim 1 to include the limitation of a second electrode 
layer having an electrode which generates pairs of charges for taking out a signal in 
response to the irradiation of the electromagnetic wave for reading and a first conductive 
member, provided in the second electrode layer, being an electrode which causes no 
generation of pairs of charges for taking out a signal when the electromagnetic wave for 
reading is irradiated which was not described in the specification in such a way as to enable 
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one skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. 

Allowable Subject Matter 

5. Claims 15-18 are allowed. 

6. The following is a statement of reasons for the indication of allowable subject matter: 
the instant application is deemed to be directed to an nonobvious improvement over the 
invention patented in US Patent 5.196,702. The improvements comprise in combination 
with other recited elements, a first conductive member provided at a location in or on the 
face of the photoconductive layer for recording which is close to the photoconductive layer 
for reading, a control voltage application means for applying, to the first conductive member, 
a control voltage to adjust the electric field formed between the first electrode layer and the 
second electrode layer by a DC voltage applied by a first voltage application means. 

Response to Arguments 

7. Applicant's arguments with respect to claims 1 -4 and 6-1 4 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until 
after the end of the THREE-MONTH shortened statutory period, then the shortened 
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statutory period will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.1 36(a) will be calculated from the mailing date of the advisory action. 
In no event, however, will the statutory period for reply expire later than SIX MONTHS from 
the date of this final action. 

9. Any inquiry concerning this communication or eartier communications from the 
examiner should be directed to Shun Lee whose telephone number is (703) 308-4860. The 
examiner can nonnally be reached on Tuesday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. David Porta can be reached on (703) 308-4852. The fax phone numbers for 
the organization where this application or proceeding is assigned are (703) 872-9318 for 
regular communications and (703) 872-9319 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0956. 



SL 

May 20, 2003 



^DAVID PORTA 
SUPERVISORY PATENT BCAMMER 
TECHNOLOGY CENTER 2800 




